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DETAILED ACTION 
Claim Objections 

Claim 1 1 and 18 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent fomi. This claim mixes 
statutory classes and fails the infringement test in MPEP 608.01 (n) as being an 
improper dependant claim. A computer readable medium having instructions to perform 
the method step would infringe claim 11 and 18, but not the method claim since the 
computer-readable medium itself only stores steps, it does not necessarily perform 
them. Mere possession of such a medium would infringe claim 1 1 and 18, but not the 
associated method claim. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp, v. HydReclaim Corp,, 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). The term "first printing program" in claim 1 is used by the claim to mean 
"creating an electronic version of a motivation package", while the accepted meaning is 



Application/Control Number: 10/059,810 Page 3 

Art Unit: 3622 

"creating a physical copy of a electronic document." The term is indefinite because the 
specification does not clearly redefine the term. 

3. Claim 1 and 9 are rejected to as being unclear. Regarding claim 1 jt is unclear 
to the examiner if the "first printing program" actually involves physical printing of 
documents or relates to another form of printing. Examiner, after comparing claim to 
specifications, treats "first printing program" to mean creating an electronic version of a 
motivation package below. Regarding method claim 9, it is unclear how the participant 
obtains the motivation package. The fourth paragraph of the claim appears to allow the 
customer to print the package or allow the participant to print it. However, the third 
paragraph teaches that the customer prints it and "presents" it to the participant. The 
plurality of options open for distribution of the motivation package, allow for a customer 
to print out the motivation package and then somehow transmit it to the participant to 
print as well. Method claims should be clear steps to performing and should not be 
ambiguous. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

1. Claims 1-20 rejected under 35 U.S.C. 103(a) as being unpatentable over 

Stoltz et al. (US Pat Pub 2002/0095576) in view of Engel et al. (US 5,907,830). 
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Stoltz et al. teaches of a method for recognizing users by creating certificates that 
are issued electronically to users [Abstract]. 

2. Regarding claims 1, 9, 11-13, 16, 18, and 19-20, applicant teaches of a method 
where a company selects a motivation package (consisting of a recognition certificate 
and a award), electronically transmits it to the customer, and the customer prints it out. 
Stoltz et al. teaches of a method for recognizing users by creating certificates that are 
issued electronically to customers [Abstract]. After the customer receives the certificate, 
they are redeemed online for "gift certificates, merchandise, cars, trips or points" 
[Detailed Description, 0030], [Fig 3]. Stoltz et al. teaches of printing the recognition 
certificates [Detailed Description, 0034] but does not teach of printing the award after 
the certificates are redeemed. Stoltz et al. does not teach how the customer redeems 
the award. Engel et al. teaches of a method where customers connect online to a host, 
electronically receive coupons, and print the coupons to be redeemed [Summary of the 
Invention, col 1, lines 24-57]. Therefore, it would have been obvious to one skilled in 
the art to combine Stoltz et al.'s user recognition system with the printing features of 
Engel et al.'s electronic coupon distribution system. Regarding claims 9, and 12 
applicant teaches that the selection of the motivation package occurs on the Internet. 
Stoltz et al. teaches that the program is run over the Internet [Detailed Description, 
0028-0030] with a server that allows management of the system [Detailed Description, 
0031]. Applicant teaches that the motivation package can be printed by the company 
and physically given to the customer rather than being printed by the customer [claims 
and specification]. Stoltz et al. similarly teaches that the recognition certificates can 
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additionally be "physically given" to the user [Detailed Description, 0030]. Regarding 
claim 12, applicant teaches that the motivation document can include text indicating the 
"participants name". Stoltz et al. similarly teaches that the certificates have "the name 
of the user", a certificate number and other text on it [Detailed Description, 0048] [FIG 
8]. Regarding claim 16 and 17, applicant teaches of "receiving user signals" to 
detemnine the motivation package to be displayed and offered. It is clear that Stoltz et 
al. accomplishes this task with mouse clicks on web links as shown in Figure 9-14 and 
that is inherent in using any web-based application. 

3. Regarding claims 2, applicant teaches that the company can customize the 
motivation package. Stoltz et al. teaches that the certificates and awards are unique 
per customer and can be varied according to a number of different variables (such as, 
number of certificates, type of certificate, award available, etc.) [Detailed Description, 
0030]. 

4. Regarding claims 3, applicant teaches of a company history database that 
maintains a log of the transactions performed by the company. Stoltz et al. teaches of 
usage reports that allow the company ("may only be available to executives") to view 
details such as redemption statistics, users, etc. [Detailed Description, 0047] that are 
retrieved from the server database [Detailed Description, 0032]. 

5. Regarding claim 4, applicant teaches of the motivation package consisting of a 
motivation document and a motivation award. Stoltz et al. teaches of a certificate 
[Abstract] and a corresponding award [Detailed Description, 0030]. 
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6. Regarding claim 5, applicant teaches of the motivation document being one of 
either a certificate of achievement, an acknowledgement of service, or a team 
accomplishment certificate. Stoltz et al.'s figures 8, 12, and 15 are examples of 
certificates that are the same as the ones listed by applicant. 

7. Regarding claim 6, applicant teaches of the award being a gift certificate. Stoltz 
et al.'s teaches that the award is a gift certificate [Detailed Description, 0030]. 

8. Regarding claim 7 and 1 5, applicant teaches that the printing is done via a "plug- 
in associated with a web browser." Stoltz et al. teaches of printing the certificates that 
are displayed on the Internet. Stoltz et al. does not teach how the printing mechanism 
works. Printing from a web-browser can be achieved by pressing print (file -> print) or 
by pressing print screen. Additionally, OFFICIAL NOTICE is taken that plug-in 
application that is loaded inside of a browser have print functions (such as Adobe 
Acrobat) print through the intemal commands of the web-browser (the fundamental print 
function is inherent in the browser, not the software attachment). Therefore it would 
have been obvious to print with such a plug in. 

9. Regarding claim 8 and 14, applicant teaches that the transmission of the 
"motivation package" occurs via a network. Stoltz et al. teaches that users access the 
server via a network [Detailed Description, 0028]. 

10. Regarding claim 10, applicant teaches of printing the motivation package prior to 
expiration date. Stoltz et al. teaches of a time period that can be specified for each 
certificate and if the time period passes, the certificate will be deactivated [Detailed 
Description, 0030]. 
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1 1 . Regarding claim 1 7, applicant teaches of a further step of the customer 
customizing the motivation package prior to printing. Engel et al. teaches that the 
coupons that are printed by the customer are "specifically identified" or "personalized" 
[Summary of the Invention, col 1 , lines 40-50]. Engel et al. further teaches that the 
customer can select the coupons that they want prior to printing [Detailed Description of 
the preferred embodiments, col 2, lines 20-29], therefore customizing their selection. 
Therefore, it would have been obvious to one skilled in the art to combine Stoltz et al.'s 
user recognition system with the customized printing features of Engel et al.'s electronic 
coupon distribution system. 
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Any inquiry concerning this communication or earlier communications from tl^e 
examiner should be directed to Palani P. Rathinasamy whose telephone number is 
(571) 272-5906. The examiner can nomnally be reached on M-F 8:30-5p. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 



PPR 



JEFFREV EX CARLSON 
PRIMARY EXAMINER 




